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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
WESTERN DIVISION—FIRST STREET COURTHOUSE

TAMARA EICHELBERGER, Case No. 2:22-cv-00663-MCS-SK
Hon. Mark C. Scarsi, Ctrm. 7C
Plaintiff,
COUNTERCLAIMS FOR
V. CANCELLATION OF

MARY HUDSON-MCKINNEY,

COPYRIGHT REGISTRATION

WESTERN UNIVERSITY OF HEALTH | Complaint filed: 1/31/2022
SCIENCES, and DOES 1 - 10, inclusive, Trial date: 5/16/2023

Defendants.

MARY HUDSON-MCKINNEY,

Counterclaimant,

V.
TAMARA EICHELBERGER,

Counterdefendant.

KRONGOLD LAW CORP.

COUNTERCLAIMS
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COMES NOW, Defendant and Counterclaimant, Dr. Mary Hudson-
McKinney (“Counterclaimant”), individually, and hereby asserts the following
Counterclaim against Plaintiff and Counterdefendant Tamara Eichelberger

(“Counterdefendant”) as follows:

JURISDICTION AND VENUE

1. This Court has subject matter jurisdiction of this action under Federal
Rule of Civil Procedure 13 since a claim is asserted against an opposing party that
arises out of the transaction or occurrence that is the subject matter of the complaint,
which asserts federal question jurisdiction, 28 U.S.C. § 1331, and does not require
adding another party over whom the Court cannot acquire jurisdiction.

2. Venue is proper in this district as the complaint was filed in this judicial
district and a substantial part of the material acts and omissions giving rise to the
claims occurred within this judicial district pursuant to 28 U.S.C. § 1391(b).

PARTIES

3. Counterclaimant is, and at all times mentioned herein was, an
individual residing in this judicial district, and a named defendant in the above-
entitled action.

4, Counterdefendant is, and at all times mentioned herein was, an
individual residing in this judicial district, and a named plaintiff in the above-
entitled action.

SUBJECT COPYRIGHT REGISTRATION

5. Counterdefendant alleges that she had permission to adapt the text of
Neuroanatomy through Clinical Cases by Hal Blumenfeld, M.D., Ph.D.
(“Blumenfeld Textbook™) and create a derivative work based thereon, to wit, a

unique arrangement of video slides, outlines and graphics, along with a laboratory

manual (“Work™). First Amended Complaint (“FAC”), Doc. 37, at Y 10-11.

KRONGOLD LAW CORP. -1-
COUNTERCLAIMS




Casq

O© &0 39 O »n K~ W NN =

[\ T NG T NG TR NG TR NG T NS T N0 T N N N S S g e e e
o N O »n A~ W NN = O VOV 0O N O N PR WD = O

2:22-cv-00663-MCS-SK  Document 39  Filed 08/10/22 Page 3 of 6 Page ID
#:215

6. Counterdefendant alleges the Work is registered with the United States
Copyright Office and bears U.S. Reg. No. TXu 2-255-963 (“Registration”), a copy
of which was attached to the FAC as Exhibit A.

7. Based on the Registration, Counterdefendant has alleged one count of
copyright infringement in the FAC.

PROIP ACT

8. The Copyright Act provides that “no civil action for infringement of the
copyright in any United States work shall be instituted until preregistration or
registration of the copyright claim has been made in accordance with this title.” 17
U.S.C. § 411(a). A copyright registration certificate “shall constitute prima facie
evidence of the validity of the copyright and of the facts stated in the certificate.” 17
U.S.C. § 410(c).

9. The Prioritizing Resources and Organization for Intellectual Property
Act of 2008 (the “PRO IP Act”) amended the Copyright Act to include a new
provision, 17 U.S.C. § 411(b). Section 411(b) provides that a “certificate of
registration satisfies the [registration requirement of § 411(a)], regardless of whether
the certificate contains any inaccurate information,” unless (1) “the inaccurate
information was included on the application for copyright registration with
knowledge that it was inaccurate,” and (2) “the inaccuracy of the information, if
known, would have caused the Register of Copyrights to refuse registration.” 17
U.S.C. §411(b)(1).

FIRST CLAIM FOR RELIEF
(Cancellation of Registration; 17 U.S.C. § 411(b))

10.  Counterclaimant realleges and incorporates by this reference

Paragraphs 1 through 7, inclusive, of this Counterclaim as if fully set forth herein.

KRONGOLD LAW CORP. -2-
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11.  Counterdefendant admits she created a derivative work based on the
Blumenfeld Textbook. The Copyright Act defines “derivative work™ as “a work
based upon one or more preexisting works, such as a translation . . . abridgment,
condensation, or any other form in which a work may be recast, transformed, or
adapted. A work consisting of editorial revisions, annotations, elaborations, or other
modifications which, as a whole, represent an original work of authorship, is a
derivative work.” 17 U.S.C. § 101.

12.  Counterclaimant is informed and believes, and based thereon alleges,
that the first edition of the Blumenfeld Textbook is protected by U.S. Copyright
Registration No. TX0005471559, dated December 28, 2001, and that the second
edition is protected by U.S. Copyright Registration No. TX0007249087, dated
September 3, 2010.

13.  Counterdefendant was required to disclose to the Copyright Office the
existence of the preexisting work, i.e., the Blumenfeld Textbook, when she applied
to register the copyright in the Work. 17 U.S.C. § 409(9) [application for copyright
registration shall include “in the case of a compilation or derivative work, an
identification of any preexisting work or works that it is based on or incorporates,
and a brief, general statement of the additional material covered by the copyright
claim being registered.”].

14.  Counterclaimant is informed and believes, and based thereon alleges,
that Counterdefendant represented to the Copyright Office that she created an
original work of authorship and failed to disclose in her application to the Copyright
Office that (a) she created a derivative work; (b) an identification of the preexisting
work that her work was based on or incorporated, i.e., the Blumenfeld Textbook;
and (c) a brief, general statement of the additional material covered by her copyright

claim being registered.
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15. Counterclaimant is informed and believes, and based thereon alleges,
that Counterdefendant included inaccurate information on her application for
copyright registration with knowledge that it was inaccurate and that the inaccuracy
of the information, if known, would have caused the Register of Copyrights to
refuse registration.

SECOND CLAIM FOR RELIEF
(Cancellation of Registration; 17 U.S.C. § 411(b))

16.  Counterclaimant realleges and incorporates by this reference
Paragraphs 1 through 15, inclusive, of this Counterclaim as if fully set forth herein.

17.  The owner of a copyright has the exclusive right to prepare derivative
works, 17 U.S.C. § 106(2), and to grant or withhold permission to create such
works.

18.  Counterclaimant is informed and believes, and based thereon alleges,
that Sinauer & Associates, Inc. (“Sinauer”) is the copyright claimant of the
registered copyrights for the Blumenfeld Textbook (both first and second editions),
and thus the only party that has authority to grant permission to create a derivative
work.

19. Counterclaimant is informed and believes, and based thereon alleges,
that Counterdefendant failed to obtain permission from Sinauer to create a
derivative work based on the Blumenfeld Textbook and thus failed to obtain
permission to create the Work at issue in this action or obtain the Registration upon
which this lawsuit is based.

20. Counterclaimant is informed and believes, and based thereon alleges,
that Counterdefendant does not own a valid copyright in the Work and thus has no

standing to sue for infringement.
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21. Counterclaimant is informed and believes, and based thereon alleges,
that Counterdefendant failed to advise the Copyright Office that she did not have
permission from Sinauer to create a derivative work of the Blumenfeld Textbook.
Counterdefendant therefore included inaccurate information on her application for
copyright registration with knowledge that it was inaccurate and that the inaccuracy
of the information, if known, would have caused the Register of Copyrights to
refuse registration.

PRAYER FOR RELIEF
WHEREFORE, Counterclaimant prays as follows:
1. For an order, pursuant to 17 U.S.C. § 411(b)(2), requesting the Register

of Copyrights to advise the court whether the inaccurate information, if known,
would have caused the Register of Copyrights to refuse registration.

2. For an order, pursuant to 17 U.S.C. § 411(a), cancelling the
Registration and a judgment dismissing this action.

3. For an order finding that Counterdefendant was required to and did not
obtain permission to create a derivative work, that she lacks standing to pursue this
action, and a judgment dismissing this action.

4. For costs of suit, including attorney’s fees under 17 U.S.C. § 505.

5. For such other and further relief as the Court deems just and proper.

Dated: 8/10/2022 KRONGOLD LAW CORP., P.C.

/s/ Steven L. Krongold
By:

Steven L. Krongold

Attorney for Defendant
MARY HUDSON-MCKINNEY
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